REMARKS 

The only amendment made herein is deletion of a limitation in claim 1 . That limitation was 
added to claim 1 in the previous Amendment, and the following (i.e., current) Office Action (p. 3, 
2 nd par.) indicated this limitation lacks support in the specification. In response, the present 
Amendment withdraws this limitation to place the claims in better condition for appeal by reducing 
the number of issues under consideration. This amendment should be entered, both because it 
merely withdraws a limitation that the Examiner objected to and because it merely returns claim 1 to 
the version it was before the last Amendment. 

Reconsideration of the final rejection is requested in view of this amendment and the 
following arguments. 

Restriction Requirement 

Applicants traverse the restriction imposed by the Office Action against new method claims 
62-65 over the already-searched apparatus claims 54-57. That is because new base claim 62 
includes the limitations, though worded differently, of claim 54 that was already searched. 
Specifically, new claim 62 recites "in response to detecting that the wireless communication device 
has entered the speakerphone mode, automatically switching the transmit power configuration to a 
second transmit power setting." This corresponds to the limitations in claim 54 of "a wireless 
telephone configured to automatically adjust the power level of its output signal based on whether 
the wireless telephone is in speakerphone mode." The only substantive difference between these 
claims is that one defines a method while the other defines an apparatus. 

In such a case, a restriction is not appropriate. As MPEP 803 states 

"If the search and examination of all the claims in an application can be made without 
serious burden, the examiner must examine them on the merits, even though they include 
claims to independent or distinct inventions." 
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MPEP 803(1) reaffirms "serious burden on the examiner" as a "criteria" for a restriction. 

Even further, MPEP 808.02 states: 

"[T]he examiner, in order to establish reasons for insisting upon restriction, must explain 
why there would be a serious burden on the examiner if restriction is not required. Thus 
the examiner must show by appropriate explanation one of the following: 

(A) Separate classification thereof: . . . 

(B) A separate status in the art when they are classifiable together: . . . 

(C) A different field of search: . . . 

Where, however, the classification is the same and the field of search is the same and there 
is no clear indication of separate future classification and field of search, no reasons exist 
for dividing among independent or related inventions." (MPEP 808.02, emphasis added) 

Accordingly, issuing a restriction requires the examiner to "show by appropriate explanation " how 
new claim 62 has a different classification, separate status in the art or different field of search than 
claim 54; none of which exist in this situation where the limitations of new base claim 62 match 
those of base claim 54 that was already searched. 

Therefore, the restriction should be withdrawn. 

Independent Claim 54 

Claim 54 is rejected as being anticipated by McDowell. This rejection should be withdrawn, 
for the following reason: 

Claim 54 recites "a wireless telephone configured to automatically adjust the power level of 
its output signal based on whether the wireless telephone is in speakerphone mode." In contrast, 
McDowell does not mention "speakerphone mode" at all, much less adjusting output power based on 
it as claimed. 

The rejection is based on the Examiner's assertion (Office Action, p. 4, 2 nd par.) that the 
claimed "speakerphone mode" reads on McDowell's headset connected at 250 (Fig. 2, shown 
below). 
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McDOWELL FIG. 2 (in-part) 
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This assertion is incorrect. That is because the ordinary meaning of "speakerphone" agrees 
with its dictionary definition, which (as defined by both entries in www.dictionary.com) defines it as 
"equipped with both loudspeaker and microphone", where "loudspeaker" is defined as "any of 
various devices ... by which speech, music, etc., can be intensified and made audible throughout a 
room, hall, or the like." This definition is the opposite of McDowell's headset, which makes sound 
audible to only the one person wearing the headset. 

The MPEP, citing Ferguson Beauregard/Logic Controls v. Mega Systems, states: 

"Dictionary definitions were used to determine the ordinary and customary meaning of the 
words "normal" and "predetermine" to those skilled in the art. In construing claim terms, 
the general meanings gleaned from reference sources, such as dictionaries, must always be 
compared against the use of the terms in context ..." (MPEP 2111.01(111), emphasis added) 

For the term "speakerphone", all dictionary definitions denote a "loudspeaker" that is "audible 
throughout a room, hall" which clearly excludes McDowell's headset cited by the Examiner, even if 
afforded its broadest meaning. 

In response to a similar argument Applicants made in the previous Amendment, the Office 
Action (p. 3, 1 st par.) asserts "Although claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims." Applicants counter that reading limitations from 
the specification into claim 1 is not what Applicants are suggesting here. Applicants are instead 
interpreting the claim term "speakerphone" according to its ordinary and customary meaning as the 
MPEP prescribes in the above block quote. 

Therefore, the rejection of claim 54 should be withdrawn. 
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Dependent Claims 55-57 

Claims 55-57 are further distinguished from the prior art by the limitations they add to 
claim 4. 

Claims 62-65 

As explained above, the restriction of claims 62-65 should be withdrawn. Since these claims 
include the same limitation as in claim 54, relating to "speakerphone mode", that is absent from the 
cited art, these claims should be allowable. 

The application is therefore now in condition for allowance. 

Respectfully submitted, 

Mitchell Rose, (Reg. No. 47,906) 
JONES DAY 
901 Lakeside Ave. 
Cleveland, OH 44114 
8/26/10 (216)586-7094 
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